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Status 

1 )^ Responsive to communication(s) filed on 05 October 2005 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Application Papers 

9) D The specification is objected to by the Examiner. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-18 and 20-29 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. According to applicant's own 
admission in the first paragraph of page 3 of the specification, the compounds 
containing tellurium and selenium are merely "envisioned", and have not actually been 
produced. 

3. Claims 1-18 and 20-29 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. See the explanation in paragraph 2 above. 
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4. Claims 14-18, 20, and 24-29 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Applicant claims on 
pages 3-5 of the specification to have isolated a ditungstate compound from a non- 
aqueous solution through the reaction of tungstic acid with a base, but does not provide 
any supporting data. Errington (J. Chem. Soc. Chem. Commun., 1993, p. 649-651), 
describes attempts at preparing alkylammonium ditungstate compounds. Attention is 
drawn to Scheme 1 on page 651, where the reaction of tungstic acid or higher nuclearity 
tungstates with bases is shown to form a compound 1 , which according to the data 
discussed in the second column of page 650 has a nuclearity of 7n, rather than 2. 
Attention is also drawn to the second column of page 651 , where Errington states that 
even in non-aqueous solutions, the [W 2 0 7 ] 2 " anion is unstable with respect to higher- 
nuclearity species. In the absence of evidence to the contrary, it is the examiner's 
position that applicant has not isolated a ditungstate compound, but rather a higher 
nuclearity tungstate, in accordance with the teachings of Errington. 

5. Claims 14-18, 20, and 29 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 



Application/Control Number: 10/822,057 



Art Unit: 1714 



Page 4 



the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. See the explanation in paragraph 4 above. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 1-2, 4-10, 14-18 and 20-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over de Roch (U.S. Pat. No. 3,489,775) in view of Freedman (J. Am. 
Chem. Soc, 1959, 81 , p. 3834-3839). 

In column 4 lines 1 1-20 de Roch discloses the reaction of a tungstic acid (lines 
17-18) and a nitrogenous base. In column 3 lines 45-50 de Roch further discloses that 
the nitrogenous base may be an alkyl amine, including dihexylamine (line 48), which 
meets the limitations of the amines recited in Claims 1 , 4-6, 21 , and 22. While de Roch 
characterizes the products of the reaction as alkylamine salts ("diethylamine 
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paramolybdate", for example), it is the examiner's position that the products are actually 
alkylammonium salts, as the molybdates ortungstates are anions and require a cation 
to balance the charge. 

While de Roch does not specifically disclose he use of di-tridecylamine and di-n- 
octylamine, as recited in Claims 7 and 8, de Roch does disclose the use of several 
dialkylamines (diethylamine and dihexylamine), and states in column 3 line 37-40 that 
the bases advantageously contain 1-50 carbon atoms per molecule, which is similar to 
the range recited in Claim 4 (1 to 40 carbons per alkyl group, leading to 2 to 80 carbon 
atoms per dialkylamine), from which Claims 7 and 8 depend. Given that de Roch 
specifically discloses C2 and C6 alkyl groups, and teaches that a wider range of alkyl 
amines is suitable for use as the nitrogenous base, the use of di-tridecylamine and di-n- 
octylamine, containing C13 and C 8 alkyl groups respectively, would also have been 
obvious. Similarly, given the wide range of bases taught as suitable, it would have been 
obvious to use a mixture of bases, as recited in Claim 10. 

Finally, de Roch discloses that a wide variety of polytungstate and molybdate 
products, containing from 2 to 7 metal atoms, can be produced from the reaction of the 
acid and the nitrogenous base. Notably, in column 3 line 63 and column 4 line 6, de 
Roch discloses dimolybdate products. Based on these teachings, it would have been 
obvious to one of ordinary skill in the art to react dialkylamine bases, as discussed 
above, with tungstic acid in such a ratio as to produce the analogous ditungstates. 

The differences between de Roch and the currently presented Claims are: 
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i) While de Roch discloses the use of a tungstic acid (column 3 lines 15-17 and 
column 4 lines 17-18), de Roch does not disclose a specific tungstic acid. This relates to 
Claims 1-2, 4-6, 7-10, and 21-23. 

ii) de Roch does not provide a method for preparing the tungstic acid. This 
related to Claims 2 and 22. 

With respect to i), Freedman, in an article entitled "The Tungstic Acids", discloses 
in the abstract W0 4 H 2 H 2 0 (W0 3 -2H 2 0) as one of two tungstic acid species. Given the 
small size of the group, it would have been obvious to select W0 4 H 2 -H 2 0 as the tungstic 
acid species for the reaction of de Roch. 

With respect to ii), Freedman teaches on page 3835 paragraph C that the 
tungstic acid hydrate is prepared by reacting NaW0 4 -2H 2 0 with an acid, HCI, as recited 
in Claims 2 and 22. It would have been obvious to one of ordinary skill in the art to 
prepare the tungstic acid hydrate by the method of Freedman in order to prepare large 
amounts of the acid, as taught by Freedman in paragraph C. 

9. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over de Roch 
in view of Freedman as applied to claims 1-2, 4-10, 14-18, and 20-23 above, and further 
in view of Krause (J. Am. Chem. Soc, 1925, p. 1689-1694). 

The discussion of de Roch in view of Freedman in paragraph 8 above is 
incorporated here by reference. De Roch states in column 4 lines 11-14 that the metal 
acid hydrate and nitrogenous base may be reacted under the conditions described by 
Krause, but does hot describe the actual conditions. 
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Krause, on pages 1690-1691 , describes a process for reacting metal acids with 
amines involving mixing and refluxing. 

10. Claims 11-13 and 24-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over de Roch in view of Freedman as applied to claims 1-2, 4-10, 14-18, 
and 20-23 above, and further in view of Kuwamoto (U.S. Pat. No. 4,626,367) and Papay 
(U.S. Pat. No. 5,652,201). 

The discussion of de Roch in view of Freedman in paragraph 8 above is 
incorporated here by reference. De Roch in view of Freedman discloses the reaction 
product of a metal acid hydrate and an alkyl amine, but does not disclose a lubricating 
composition comprising such a product. 

Kuwamoto, in column 4 lines 39-42, discloses molybdates and tungstates as 
standard corrosion inhibitors for a lubricating composition, as recited in Claim 11. While 
Kuwamoto specifically discloses water-soluble molybdates and tungstates in aqueous 
lubricants, it would have been obvious to one of ordinary skill to use the organic-soluble 
molybdates and tungstates of de Roch in a non-aqueous lubricant. 

Papay, in the table in column 50 lines 45-55, discloses that the preferred 
concentration of a corrosion inhibitor in a lubricating oil is from 0.02 to 1% by weight, 
overlapping or encompassing the ranges recited in Claims 11-13. 

Therefore, the use of the molybdates and tungstates of de Roch as corrosion 
inhibitors in a lubricating composition in the amounts taught by Papay meets the 
conditions of Claims 1 1 -1 3. It would have been obvious to one of ordinary skill in the art 
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to use the tungstates and molybdates of de Roch in a lubricating composition, as 
Kuwamoto teaches that they are effective corrosion inhibitors. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Goloboy whose telephone number is 571-272- 
2476. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 





